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Opi nion by Drost, Adm nistrative Trademark Judge:

Di mensi ons Heal t hcare System (applicant) has applied
to register the mark shown bel ow for services identified
as “after-hours energency pediatric care” in

| nt er nati onal Class 42."1

! Serial No. 75/713,549, filed May 25, 1999. The application
contains an allegation of a bona fide intention to use the mark
i n conmer ce.
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The mark contains the foll owi ng wordi ng:
“NI GHTLI GHT PEDI ATRIC CARE WHEN I T CAN T WAIT “TIL
MORNI NG. ”  Applicant disclainmed the term “Pediatric
Care.”

Ni ghttime Pediatrics, Inc. (opposer) has opposed the
registration of applicant’s mark. In its Notice of

Opposition, it refers to the follow ng mark:

AW

Pediabrics

Opposer clains that “[t]his Application was accepted for
registration on April 5, 1994” and is incontestable.

Noti ce of Opposition, p. 4.7

2 pposer attached only a copy of the drawing of the mark al ong
with its Notice of Qpposition, but it did not include either a
regi stration nunber or a copy of the registration. The record
contains a copy of the registration of the mark in Ex. 7 of the
G aw deposition (00202-00204). Registration No. 1,829,679

i ssued April 5, 1994; Section 8 and 15 affidavits accepted and
acknow edged, respectively, by the Ofice. The registration
contains a disclainer of the term“Ni ghttinme Pediatrics.”
Opposer has not submitted a status and title copy of this

regi stration. However, applicant “admts that Qpposer has used
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Opposer also refers to “Opposer’s Secondary Mark”
and states that opposer “frequently uses a design to
promote its after-hours emergency pediatric nmedical care
practice consisting of a crescent noon with a picture of
an infant holding a teddy bear sitting in the crescent
noon surrounded by stars.” Notice of Opposition, p. 3.
In its brief, opposer refers to the design as its “trade
dress.” Brief at 4. The record contains nunerous
exhi bits show ng, and testinony regardi ng, opposer’s use
of this design. Gaw test. dep. at 111-59, Exhibits 9
and 14. Opposer uses this design together with its

regi stered mark on brochures and advertising for its

a registered mark in connection with its after-hours energent
medi cal care practice in Maryland for sone tinme” and that the
“dates and nature of the registration of Cpposer’s mark referred
to in Paragraph 6 speak for thenselves.” Answer, p. 2. 1In

addi tion, applicant has discussed the nerits of the |ikelihood
of confusion issue involving the services in its application and
opposer’s registration. Therefore, inasnmuch as applicant has
treated the registration as being of record, it is “deenmed by
the Board to be of record in the proceeding.” TBMP § 703.02.
See also Tiffany and Conpany v. Colunbia Industries, 455 F.2d
582, 173 USPQ 6, 8 (CCPA 1972) (“Since appellee had fair notice
of the case it had to neet, it would work an injustice on
appellant to deprive it of the right to rely on the statutory
presunptions flowing from[the] registration” that was not
properly submtted.); Crown Radio Corp. v. Soundscriber Corp.
506 F.2d 1392, 184 USPQ 221, 222 (CCPA 1974)(“Appel | ee did not
submt copies of its aforenmentioned registrations with the
verified petition for cancellation ...\ agree with the board

t hat appellant has admtted the existence of appellee’s
“SOUNDSCRI BER' regi strations. Therefore, we agree with the
board that the sole issue to be determined in this proceeding is
whet her there is a |ikelihood of confusion”).
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services. Wth its Notice of Opposition, opposer

attached a copy of this design shown bel ow.

Opposer alleges that “[s]ince first use of Opposer’s
Mar ks [opposer’s registered mark and its ‘secondary
mark’] in at |east August, 1989, the Opposer has
continuously used themto pronote and advertise its
after-hours energency pediatric nedical care practice.”
Notice of Opposition, p. 3. As a result, opposer
concludes that “[g]iven the confusing simlarity of the
Applicant’s Mark to the Opposer’s Marks, and the
Opposer’s undi sputed | ong-standi ng and conti nuous use of
its marks, the Opposer believes that Applicant’s use of
the Applicant’s Mark is likely to cause confusion with

its marks.” Notice of Opposition, p. 6.
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Applicant has denied the salient allegations of the
Noti ce of Opposition.

The Record

There are several disputes regarding the contents of
the record. The inclusion in the record of the follow ng
items is not disputed: the file of the involved
application; the trial testinony depositions of
applicant’s former vice-president, Lisa Schiller, and
Scott VanDer Meid of Laurel Marketing and Design, both
wi th acconpanying exhibits; the testinonial deposition of
Ri ccardo Pallia, applicant’s vice-president; portions of
t he di scovery depositions taken by applicant of D anne
Myers, Natwartal B. Shah, Lisa Wannemacher, and Robert
Graw, Jr., with acconmpanying exhibits submtted by
applicant’s Notice of Reliance®, and copies of third-party
registrations submtted under a Notice of Reliance. Both
parties agree that the discovery deposition of Dana O
Lynch, with acconpanying exhibits, is in the record, so
it will be considered part of the record.

Opposer has also submtted the testinoni al
deposition of Daryl S. Judy. Wth its trial brief,

opposer submtted the discovery depositions taken by

3 pposer, with its trial brief, subnmitted the entire discovery
depositions of G aw, Shah, and Myers, and applicant has wai ved
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opposer of Riccardo Pallia, Julie Hoffman, and Lisa
Schiller; copies of opposer’s answers to interrogatories
and applicant’s answers to interrogatories; and a
brochure and an advertisenent. Applicant has filed a
noti on, discussed below, to strike these itens.

Both parties have filed briefs. An oral hearing was
not requested.

Applicant’s Motion to Strike

Appl i cant objects to, and has noved to strike, the
following exhibits to opposer’s trial brief:

C. Opposer’s Answers to Applicant’s Interrogatories

D. Applicant’s Answers to Opposer’s Interrogatories

| . Testinmoni al Deposition of Daryl Judy

J. Di scovery Deposition of Riccardo Pallia

K. Di scovery Deposition of Julie Hoffman

L. Di scovery Deposition of Lisa Schiller

M Ni ghttime’s Col or Brochure

N. Nighttime’s Advertisement?

Regardi ng Exhibits C and D, applicant argues that
they were attached to opposer’s trial brief wthout
havi ng been submitted under a Notice of Reliance. In

addi tion, applicant objects to Exhibit C, opposer’s

any objection to opposer’s subnmission. Applicant’s Mdtion to
Strike, p. 2, n. 2.
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answers to interrogatories, as hearsay. Opposer responds
by arguing that Exhibit D, applicant’s answers to
interrogatories, consists of exhibits to the Hoffnan
di scovery deposition.®> Opposer also argues that “[t]he
references nade to the Answers to Interrogatories are
i mmaterial and were only
included in the Trial Brief for the purpose [of]
providing a full and conpl ete background for the Board.”
Opposition to Motion to Strike, p. 3.

“Exhibits and other evidentiary materials attached
to a party’s brief on the case can be given no
consi deration unless they were properly nade of record
during the tine for taking testinony.” TMEP § 705.02;

Maytag Co. v. Luskin's, Inc., 228 USPQ 747, 748, n. 5

(TTAB 1986). For that reason al one, opposer’s Exhibits C
and D will not be considered. |In addition, a party nmay
not normally offer its own answers to interrogatories
even under a Notice of Reliance. 37 CFR §
2.120(j)(3)(i)(5) . W agree that Exhibit Dis

evi denti ary

material that is not of record, and we will give it no

consideration. Exhibit C would only be of record if the

4 Cpposer has withdrawn this exhibit. See Opposer’s Qpposition
to Applicant’s Motion to Strike, p. 1, n. 1.
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deposition of Julie Hoffrman were of record. Because this
deposition is not of record (see the follow ng
di scussion), we will not consider Exhibit C either.
Regardi ng Exhibits J (Pallia), K (Hoffrman) and L
(Schiller), applicant argues that these discovery
depositions taken by opposer were never submtted by
Noti ces of Reliance and that they exceeded the scope of
an agreenent between the parties to use discovery
depositions. Opposer contends that it had the right to
make of record the discovery depositions “of any
wi tnesses it designates as
testinonial wtnesses, including those that N ghttine
deposed... Clearly, Nighttime had the right to designate
for testinonial purposes any w tness, regardless of who
noted the discovery deposition of the wi tnesses.”
Opposition to Motion to Strike, p. 8 The two sentences
t hat opposer relies upon for this contention are in a
letter that nenorializes a tel ephone conversati on between
the parties’ counsels as follows:
You [John M G Muirphy, counsel for applicant] have
i ndicated that your clients, contrary to M. Gogel’s
correspondence of July 3, 2001, will now agree that
my client [opposer] may utilize discovery deposition
transcripts taken in this matter of Nighttinme’s

wi tnesses for testinonial purposes. W have agreed
that the entire transcripts will be submtted.

5> This deposition is also subject to applicant’s notion to
strike.
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Applicant’s Reply to Opposer’s Opposition to Mdtion to
Strike, Ex. 4.

It is difficult to read the agreenent as opposer has
suggested. It seens apparent that the reference in the
letter to “Nighttine’s witnesses” is a reference to the
wi tnesses who were identified by opposer (N ghttine) and
who were deposed by applicant during discovery. It would
be unusual to read the phrase “di scovery deposition
transcripts taken in this matter of N ghttine's
wi tnesses” to include discovery depositions taken by
opposer of applicant’s witnesses. I|nasnuch as opposer
had not submtted these discovery depositions of
applicant’s witnesses with a Notice of Reliance during
its testinony period, applicant had no notice prior to
briefing that opposer was interpreting the agreenent nore
broadly than applicant was.

Applicant admts that Hoffman was a corporate
desi gnee whose di scovery deposition testinony would be
adm ssible if properly filed under a Notice of Reliance.
Motion to Strike, p. 6, n.5. Pallia s discovery
deposition testinony, because he is a vice-president of
applicant, also could have been submtted by a Notice of
Reliance. 37 CFR §8 2.120(j)(1); TBMP 8§ 709. However, a

party nmust submt depositions by neans of a Notice of
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Reliance, not by attaching themto its brief. Because
opposer did not do this, we will not consider the
di scovery depositions of Pallia, Hoffman, or Schiller.?®
Regardi ng Exhibit M which is a color reproduction
of a black and white exhibit of record (Graw, Ex. 9), we
sustain applicant’s objection and we will not consider
this exhibit. While a black and white exhibit was
i ntroduced during the Graw deposition and the w tness
di scussed color, there is no indication that the col or
brochure was introduced during the testinony. 1[It is too
|ate at the briefing stage to subnmt a new exhibit, even
if it sinmply a color version of one submtted previously.
Finally, applicant has objected to the testinoni al
deposition of Daryl Judy. Applicant argues that it
“agreed to all ow [opposer] to take th[is] testinoni al
deposition ...during [applicant’s] testinony period.”
Motion to Strike, p. 4. When the testinony was taken
duri ng opposer’s
rebuttal period, applicant objected on the ground that it
was i nproper rebuttal. Opposer argues that the
“deposition was schedul ed by agreenent of counsel for

August 6, 2001. However, Di nmensions’ counsel cancel ed

® Schiller was not called as a corporate designee and her
deposition woul d not have been admi ssi bl e under a Notice of
Rel i ance.

10
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t hat deposition and the parties then agreed to the

Cct ober 30, 2001 testinonial deposition date. The
deposition of M. Judy was, in fact, taken on October 30,
2001 within the rebuttal period.” Opposition to Mtion
to Strike, p. 6. Opposer further argues that the
testinmony “is proper rebuttal of Nighttime’s contention
t hat no confusion exists between the disputed marks.”
Opposition to Motion to Strike, p. 7. Applicant adnmts
it had an opportunity to take a discovery deposition of
M. Judy prior to the testinonial deposition. Reply to
Opposition to Motion to Strike, p. 4, n.4 (Applicant
“decided to cancel the discovery deposition of M. Judy
because after speaking with M. Judy ...a discovery
deposition was not warranted”).

We deny applicant’s notion to strike M. Judy’'s
testinmony. The parties had agreed to take the deposition
outside the normal time for doing so. Apparently, the
difficulty in arranging a nutually convenient date led to
t he deposition being held during opposer’s rebuttal
period, rather than during applicant’s testinony period.

In a case where there were allegations of inadequate
notice concerning the testinmony of a witness, the Board
has permtted the testinony.

In this regard, our reading of the record fails to
show any material prejudice to registrant since it

11
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did receive advance oral notice that there would be
a substitute for the Beech Aircraft enployee
originally named as a witness and the substitute
woul d al so be a Beech enpl oyee (whose name was not
made known until the day of the deposition).

Regi strant had a full opportunity for cross-

exam nation of the wtness and appears to have
exercised it. O course, it could have requested an
ext ensi on or postponenent if it felt that the
circunstances of the substitution left it

i nadequately prepared to deal with the evidence of
petitioner's use of the term LI GHTNI NG whi ch the
Beech enpl oyees (original and substitute) were being
call ed upon to docunent”).

Beech Aircraft Corporation v. Lightning Aircraft Conpany

Inc., 1 USPQd 1290, 1291 (TTAB 1986).

In the instant case, the parties were obviously
attenpting to secure the testinony of the witness. The
evidence on this subject is not entirely clear, but it
appears that it is within the parties’ admtted
under st andi ng that the deposition of M. Judy would take
pl ace outsi de of opposer’s testinony period. W do not
hesitate to add that, even if this were not the case, M.
Judy’ s testinmony woul d not be inproper rebuttal.

Priority
Priority is not an issue because opposer is the

owner of Registration No. 1,829,679. See King Candy Co.

v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ

108 (CCPA 1974).
However, opposer also relies on its common | aw

rights in what it describes as trade dress that opposer

12
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says it uses along with its registered mark. QOpposer’s
owner testified that the design of the child in the noon
was devel oped in 1995 and used on advertising for the
services that was distributed that same year and that
opposer has continued to use that design. G aw test.
dep., pp. 114-15, 122 and Exhibit 9. Opposer’s evidence
has established that it has priority in this case based
on its registration and whatever common |aw rights it has
in the design that it uses along with its registered
mar k. Applicant does not argue that it has an earlier
date of first use.’
Facts

On May 25, 1999, applicant filed an application to
register the mark NI GHTLI GHT PEDI ATRIC CARE WHEN I T CAN' T
VWAIT ‘TIL MORNI NG and design for services identified as
“after-hours energency pediatric care.” After applicant
di scl ai med the words “Pediatric Care” in its mark, the
application was all owed.

In July 1999, Nightlight Pediatrics opened at the
Bow e Health Care facility in Bow e, Maryland. Schiller

test. dep., p. 11; Pallia test. dep., pp. 7-8.

" The application is an intent-to-use application filed on My
25, 1999. Applicant’s witness has also testified that the

Ni ghtlight Pediatric Care Center did not open until July 1999.
Schiller test. dep., p. 11. Applicant has not established a

13
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Applicant’s facility is different froma doctor’s
office in that it handles urgent and emergent® care and it
is open only in the evenings and between noon and
m dni ght on Saturdays and Sundays. Pallia test. dep.,
pp. 8-9. There is no type of nmedical energency that
applicant’s facility cannot handle. Pallia test. dep.,
pp. 9-10.

Opposer, on the other hand, filed an application to
register the mark NI GHTTI ME PEDI ATRI CS and design for
pedi atric nedical services on August 25, 1992. The
registration issued on April 5, 1994, after opposer
di sclainmed the words “Nighttinme Pediatrics.” That
registration file contains a consent to registration from
t he owner of Registration No. 1,655,085 for the mark
NI GHTI ME PEDI ATRICS [using a single “T” in “nighttime”]
for pediatric medical services. The consent decl ares
that “there is no |ikelihood of confusion as to the
concurrent use and registration of the two marks due in
part to the differences between them and the advertising

of the services.” Gaw test. dep., Exhibit 8, 00309.

date of first use in comerce earlier than the constructive date
of first use established by its application’s filing date.

8 The parties appear to use the term“enmergent” in the sense of
“requiring i Mmediate action.” Wbster’s Il New Riverside

Uni versity Dictionary (1984).

14
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Opposer’s business is to “oversee and devel op after-
hours urgent care pediatrics practice[s].” Gaw test.
dep., p. 11. Although it does not directly provide
health care services, it “licensees the name, and is the
oversi ght conpany for various Nighttime Pediatrics
locations.” 1d. There are Nighttine Pediatrics |ocations
i n Annapolis, Pasadena and Rockville, Maryland. 1d.
Opposer’s facilities deliver urgent care, not energent,
care. Urgent care is “less than energent care;” it is
the “kind of care you receive in a pediatrician’s
office.” Graw test. dep., pp. 155-56

On March 27, 2000, opposer filed its opposition to
the registration of applicant’s mark.

Li kel i hood of Conf usi on

We will analyze the issue of likelihood of confusion
using the factors that were articul ated by one of our
primary review ng court’s predecessors, the Court of

Custonms and Patent Appeals, in the case of Inre E. |I. du

Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563,

567 (CCPA 1973). See also Recot, Inc. v. Becton, 214

F.3d 1322, 54 USPQ2d 1894, 1896 (Fed. Cir. 2000). The
first factor concerns the simlarity or dissimlarity of
the marks as to appearance, sound, connotation, and

commercial inpression. The marks are set out bel ow

15
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Opposer argues that the “slight differences between
the Nighttime mark and the Nightlight mark, the words
‘“time’ and ‘light,” are insignificant.” Opposer’s Br. at
10. The designs of both marks feature a crescent-shaped
nmoon. QOpposer’s nmain argunment is that, when the marks
are viewed in their entireties, the marks are simlar in
sound, appearance, connotation, and inmpression. Opposer
further argues that its trade dress of a child cradled in
a crescent-shaped noon reinforces the simlarity with
applicant’s mark, which includes a sleeping infant in a
crescent - shaped noon.

Applicant argues that opposer’s mark is a very weak
mar k because “it consists of widely used i mages [and]

i ncludes generic words...Sm ling crescent noons, stars,
‘“Nighttime’ and ‘Pediatrics’” are very comon el enents.
Applicant’s Br. at 18-19. Applicant cites opposer’s own
testinmony for the proposition that the words “  Nighttinme
Pedi atrics’ are not only weak, they are generic.”
Applicant’s Br. at 20. Applicant’s Br. at 21 quoting

Graw test. dep. at 62-63 (Describing paperwork involving

16
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t he prosecution of its application in the PTO, G aw
stated that “when we went in originally they said you
can’t take the nanme. It’s too generic and too simlar
and ot her people have it and | think this is a discussion
about that”). However, the quote appears to be his
description of what someone told himand not an adm ssion
of his part that the words are generic. See also G aw
test. dep., p. 80. Applicant has also submtted evidence
to show that “nighttime” is descriptive of a product or
service that is useful at nighttinme. Applicant also

poi nted out that opposer distinguished the mark NI GHTTI ME
PEDI ATRI CS from NI GHTI ME PEDI ATRI CS by the nunmber of
“T"s” in each mark. “If the names ‘Nightinme Pediatric
Clinic’ (with one T) and ‘N ghttinme Pediatrics’ (with two
Ts) are not confusingly simlar, then ‘N ghttine

Pedi atrics’ and ‘Nightlight Pediatric Care’ cannot be, as
well.” Applicant’s Br. at 31.

In summary, applicant argues that the marks are not
sim |l ar because the words in opposer’s registration are
di scl ai ned, opposer obtained registration of its mark
with the consent of a prior registrant who owned the nmark
NI GHTI ME PEDI ATRI CS, and noon desi gns are not uncommon,

particularly for children s products.

17
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At first glance, applicant’s and opposer’s narks
seem simlar. The words “nighttine pediatrics” and
“ni ghtlight pediatric care” are very simlar in sound and
appearance. Even one of applicant’s witnesses becane
confused during his deposition. Pallia test. dep. at 23-
24. Their neanings would also be sim|ar because they
ei t her suggest or describe pediatric care that is
avai l abl e after dark or when other pediatricians’ offices
are closed. Furthernore, the additional wording in
applicant’s mark, “When it can’t wait ‘til norning,” does
not significantly change the comrercial inpression of the
mar k because the wording is in much smaller print than
the mark’s dom nant word “Nightlight” and reinforces the

connotation of nighttinme pediatric care. See Azteca

Rest aurant, 50 USPQ2d at 1211 (“On applicant's nenus,

whi ch are the specinens of record, the words appear on a
line below the term AZTECA and are in snmaller type than
the term AZTECA. Certainly, when applicant's mark is
viewed as a whole, it is the term AZTECA which is the
dom nati ng and di stinguishing elenment thereof”). Also,
while the term“pediatrics” is in larger script in
opposer’s mark, this generic termwould not |ikely be
consi dered the dom nant el ement of opposer’s mark for

“pediatric medical services.”

18
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The design featured in both applicant’s and
opposer’s marks is a crescent noon. The noon is
obvi ously associated with the nighttime hours of the day
and applicant’s term “Nightlight” used in conjunction
with a crescent noon design reinforces an association
with nighttime. VWhile applicant’s mark includes a child
perched on the nmoon, it is not so prom nent a feature
that it would obviate the |ikelihood of confusion between
the two marks. Rather the crescent nmoon-dom nated
designs are likely to create a siml|ar commerci al
i npressi on.

In determ ning whether the marks are simlar, we are
gui ded by several basic principles. It is well settled

that it is inproper to dissect a mark. In re Shell Ol

Co., 992 F.2d 1204, 26 USPQd 1687, 1688 (Fed. Cir.
1993). However, nore or |less weight may be given to a
particul ar feature of a mark for rational reasons. |In re

Nati onal Data Corporation, 753 F.2d 1056, 224 USPQ 749,

751 (Fed. Cir. 1985). Also, when we conpare narks, a
“[s]ide-by-side conparison is not the test. The focus
must be on the ‘general recollection reasonably produced
by appellant’s mark and a conpari son of appellee’ s mark

therewith.” Johann Maria Farina Gegenuber Dem Juli chs-

19
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Pl atz v. Chesebrough-Pond, Inc., 470 F.2d 1385, 176 USPQ

199, 200 (CCPA 1972) (citation omtted).

Al so, while the words in opposer’s mark are
di scl aimed, this does not nean that they are not
considered in our determ nation whether the marks are
simlar. Even if a mark consists of descriptive and
hi ghly suggestive ternms, this fact does not nmean that the
words could not be a dom nant or significant part of the

mark. |In re National Data Corporation, 753 F.2d 1056,

224 USPQ 749, 752 (Fed. Cir. 1985) (“Assunming CASH
MANAGEMENT i s generic or at |east highly descriptive in
both marks, as urged by National, does not, however, |ead
to a reversal in this case.” CASH MANAGEMENT EXCHANGE
hel d confusingly simlar to CASH MANAGEMENT ACCOUNT). In
a simlar case, the CCPA held that the marks PLATI NUM
PLUS and PLATI NUM PUFF, both for hair color preparations
were confusingly simlar even though “platinun is

i ndicative of color. The Court held that even though the
words “Plus” and “Puff” “may have different neani ngs by

t hemsel ves, this difference al one does not overcone the
concl usi on that when the marks are viewed in their
entireties a |ikelihood of confusion exists.” Clairol

| ncorporated v. Roux Laboratories, 442 F.2d 980, 169 USPQ

589, 590 (CCPA 1971).

20
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We concl ude that the marks here are simlar.
Looking at the marks as a whole, which we nust, it is
apparent that they are simlar in sound, appearance,
meani ng, and, nost significantly, overall commerci al
i npression. Particularly since they will not necessarily
be viewed in a side-by-side situation, they are not so
di ssimlar that confusion would be unlikely.

We al so note that opposer uses a design of a child
and moon that it refers to in its pleading as a
“secondary mark” and in its brief as “trade dress.” The
Federal Circuit has held that: “Ordinarily for a word
mark we do not | ook to the trade dress, which can be
changed at any tinme. But the trade dress my
nevert hel ess provide evidence of whether the word mark
projects a confusingly simlar comercial inpression.”

Specialty Brands, Inc. v. Coffee Bean Distributors, Inc.,

748 F.2d 669, 223 USPQ 1281, 1284 (Fed. Cir. 1984)
(citation omtted). |In this case, we note that opposer
uses a design of “a young child perched in a crescent
shaped noon” along with its registered trademark. Brief
at 3-4; G aw Ex. 9 and 14. \hether or not the child-in-
nmoon design constitutes a protectible mark in its own
right, the record reveals that opposer has frequently

used the design in prom nent places in its brochures and

21
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advertising. The design is used in conjunction with
opposer’s registered mark and the comercial i npression
thereby created is remarkably simlar to that of
applicant’s mark. The Federal Circuit has held that in a
case involving the issue of likelihood of confusion

bet ween the mar ks PLAY-DOH and FUNDOUGH t hat:

The nultitude of simlarities in the trade dress of
PLAY- DOH and FUNDOUGH products cries out for
recognition. The color (dom nated by yellow), size,
and shape of the packaging for both products is the
sane. Conparable fictitious characters in a hat
adorn the packagi ng of both products. Both products
feature pronotions — discounts, rebates, and the
like —in a circle with serrated edges. The marks

t hensel ves appear in coinciding |ocations on both
products’ packages. The instructions and col or
charts on both packages are nearly identical. Both
products display a rainbow nmotif. These trade dress
features and nore — original to PLAY-DOH — have
appeared on products bearing the FUNDOUGH mark. The
trade dress of the marks enhances their inherently
sim lar inmpression.

Kenner Parker Toys v. Rose Art Industries, 963 F.2d

350, 22 USPQ@2d 1453, 1458 (Fed. Cir. 1992).

Simlarly here, opposer’s design of a child perched
in a moon enhances the simlarity between opposer’s
regi stered mark and applicant’s mark. The fact that
applicant adds a child to its crescent noon design is
unlikely to avoid a |ikelihood of confusion when opposer
is also using a crescent nmoon design with a child al ong

with its registered mark.
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Next, we |l ook at the simlarities and
dissimlarities between opposer’s and applicant’s
services. Applicant’s services are identified as “after-
hours energency pediatric services” and opposer’s
services are “pediatric nedical services.” W nust
conpare the services as set out in the respective
identifications in the application and registration. See

In re Di xie Restaurants, 105 F.3d 1405, 41 USPQ2d 1531,

1534 (Fed. Cir. 1997)(quotation marks omtted) (“Indeed,

t he second DuPont factor expressly mandates consideration
of the simlarity or dissimlarity of the services as
described in an application or registration”),; Paula

Payne Products v. Johnson Publishing Co., 473 F.2d 901

177 USPQ 76, 77 (CCPA 1973) (“Trademark cases invol ving
the issue of |ikelihood of confusion nust be decided on
the basis of the respective descriptions of goods”). See

al so Octocom Systens, Inc. v. Houston Conputers Services

Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990)
(“The authority is legion that the question of
registrability of an applicant’s mark nust be deci ded on
the basis of the identification of goods set forth in the
application regardl ess of what the record may reveal as

to the particular nature of an applicant’s goods, the
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particul ar channels of trade or the class of purchasers
to which the sales of goods are directed”).

Here, the services are overl apping, and therefore,
they are at least in part legally identical. Opposer’s
services for pediatric medical services would include
applicant’s “after-hours energency pediatric care”
services. Wile in practice there nmay be differences in
the type of care (urgent v. energent) and the nature of
the care (appointnment v. walk-in), it is the services
that are described in the application and registration
that are at issue. Because the marks are used on
over |l apping pediatric services, there is a greater
i kel i hood that when simlar marks are used in this

situation, confusion would be likely. Century 21 Real

Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23

UsP@2d 1698, 1701 (Fed. Cir. 1992) (“When marks woul d
appear on virtually identical goods or services, the
degree of simlarity necessary to support a concl usion of
i kely confusion declines”).

Furthernore, because there are no restrictions in
the registration as to the channels of trade and
applicant’s services would be included within
registrant’s services, we nmust assune that the services

are rendered in the same channels of trade and are
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purchased by the same purchasers. Kangol Ltd. v.

KangaROOS U.S. A., Inc. 974 F.2d 161, 23 USPQd 1945 ( Fed.

Cir. 1992).

We now address other factors that the parties have
raised. We reject opposer’s argunent that its mark is a
fanmous mark. The limted evidence of advertising and the
very narrow geographic area in which opposer even cl ains
it is famus (Anne Arundel and Prince CGeorge’ s counties,
Maryl and) is hardly significant evidence of fame. It is
nore typical of any trademark that has a nodi cum of
success in a local market. Therefore, we decline to find
t hat opposer’s mark has achi eved any significant public
recognition and renown.

However, opposer has submtted evidence that there
has been actual confusion between its mark and
applicant’s mark. Evidence of actual confusion is
normal |y very persuasive evidence of |ikelihood of

conf usi on. Exxon Corp. v. Texas Mtor Exchange, |Inc.

628 F.2d 500, 208 USPQ 384, 389 (5'" Cir. 1980) (“The best
evi dence of I|ikelihood of confusion is provided by
evi dence of actual confusion”).

The evidence of actual confusion consists primarily
of m sdirected phone calls, comments at a health fair

that indicate that people who were not custoners thought
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the same entity had two booths at the fair, and
statenents by a drug conpany representative and a | oca
physi ci an who thought that opposer m ght have opened up a
new office when in fact it was applicant’s office.

Courts and this Board have found vague evi dence of
m sdi rected phone calls hearsay and inadm ssible. Duluth

News- Tri bune v. Mesabi Publishing Co., 84 F.3d 1093, 38

USPQ2d 1937, 1941 (8'™™ Cir. 1996) (“[V]ague evi dence of

m sdirected phone calls and nail is hearsay of a
particularly unreliable nature given the |ack of an
opportunity for cross-exam nation of the caller or sender

regarding the reason for the ‘confusion.’”); Hi -Country

Foods Corp. v. Hi Country Beef Jerky, 4 USPQ2d 1169 (TTAB

1987) (“[T]estinmony from opposer's deponent, M. Harl an,
that he received a phone call asking for beef jerky is,
apart from bei ng i nadm ssi bl e hearsay, vague and uncl ear.
The identity of the caller is unknown and the

ci rcunst ances surrounding the incident are unexpl ai ned”).
However, if it is otherwise reliable, enployee testinony
on the subject of msdirected calls can be adm ssi bl e.

Arnco, Inc. v. Arnco Burglar Alarm Co., 693 F.2d 1155,

217 USPQ 145, 149 n. 10 (5'" Cir. 1982) (Testinony of
plaintiff’s enpl oyees about purchasers attenpting to

reach def endant adm ssi bl e because it was either not used
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"to prove the truth of the matter asserted"” (Fed. R
Evid. 801(c)) or was relevant under the state of m nd

exception (Fed. R Evid. 803(3))); CCBN.comlnc. v. c-

call.comlnc., 53 USPQ2d 1132, 1137 (D.C. Mass. 1999)

(“[S]tatenments of custoner confusion in the tradenmark
context fall under the ‘state of m nd exception’ to the
hearsay rule. See Fed. R Evid. 803(3)”). Because
opposer’s enpl oyees’ testinony is not so vague as to be
i nadm ssi ble, we overrule applicant’s hearsay objection.
However, the probative value of this testinony is

| essened by its lack of specifics. The evidence of

m sdi rected phone calls and the drug conpany
representative and physician statenents provide sone
addi ti onal support for opposer’s argunents that the marks
are confusingly simlar. However, this evidence is
count er bal anced by the fact that the parties operate in
t he same geographic area and yet there is, at best, only
limted evidence of actual confusion by potenti al
purchasers. Nonethel ess, the absence of significant

evi dence of actual confusion does not nean that there is

no |likelihood of confusion. G ant Food, Inc. v. Nation's

Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 396 (Fed.

Gir. 1983).
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After we consider all the du Pont factors and the
evi dence of record, we conclude that there is a
li keli hood of confusion. Li kel i hood of confusion is

deci ded upon the facts of each case. In re Dixie

Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531, 1533

(Fed. Cir. 1997); In re Shell Gl Co., 992 F.2d 1204, 26

UsP@2d 1687, 1688 (Fed. Cir. 1993). The various factors
may play nore or |ess weighty roles in any particul ar
determ nation of I|ikelihood of confusion. Shell G, 992
F.2d at 1206, 26 USPQ2d 1688; du Pont, 476 F.2d at 1361,
177 USPQ at 567.

We have considered the |imted evidence of actual
confusion despite the fact that the parties operate in
t he sanme geographic area, the existence of the Utah
Ni ghtime Pediatrics clinic, and the fact that the nmarks
are not identical, but we find these factors are
out wei ghed by the fact that the services are overl apping,
the marks present simlar comrercial inpressions despite
their specific differences, and the channels of trade and
t he purchasers of the services described in the
registration and application are the sane. Even if we
assunme that opposer’s mark is weak, we note that “even
weak marks are entitled to protection agai nst

registration of simlar marks” for identical services.
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In re Colonial Stores, 216 USPQ 793, 795 (TTAB 1982).

See also In re The Clorox Co., 578 F.2d 305, 198 USPQ

337, 341 (CCPA 1978) (ERASE for a laundry soil and stain
remover held confusingly simlar to STAIN ERASER

regi stered on the Suppl enmental Register, for a stain
remover). In addition, to the extent that we have any
doubt, we nust resol ve doubts about confusion against the

newconer, which we do here. Kenner Parker Toys v. Rose

Art Industries, 963 F.2d 350, 22 USPQ2d 1453, 1458 (Fed.

Cir. 1992).

As a final point, we address applicant’s argunment
t hat opposer’s mark “has been used in a manner
i nconsistent with preserving trademark rights.” Brief at
23. This argunent appears to allege that opposer has
engaged in naked licensing of its trademark, and is an
attack on the validity of an opposer’s registration in an
opposition proceeding. An applicant cannot collaterally
attack an opposer’s registration in an opposition
proceeding in the absence of a counterclaimfor

cancel lation. Contour Chair-Lounge Co. v. The Engl ander

Co., 324 F.2d 186, 139 USPQ 285, 287 (CCPA 1963) (“[T]his
is an opposition only and in an opposition, this court
has al ways held that the validity of the opposer’s

registrations are not open to attack”); Cosnetically
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Yours, Inc. v. Clairol, Inc., 424 F.2d 1385, 165 USPQ

515, 517 (CCPA 1970) (“As long as the registration relied
upon by an opposer in an opposition proceedi ng renmins
uncanceled, it is treated as valid and entitled to the
statutory presunmptions”). Therefore, we will not
consi der applicant’s argunent that opposer’s mark “i s not
properly used as a service mark associated with a single
source.” Applicant’s Br. at 23.

Deci sion: The opposition is sustained and

registration to applicant is refused.

Ci ssel, Adm nistrative Trademark Judge, concurring:

| disagree with several of the findings of the
maj ority, but would sustain this opposition for different
reasons. Notw thstanding the fact that | do not find
that applicant's mark would be |likely to cause confusion
with
opposer's pl eaded registered mark, applicant's mark is so
simlar to opposer's unregistered "secondary nark" that
when both are used in connection with the identical
services of the parties, confusion will be Ilikely.

The crux of ny disagreenment with ny coll eagues is
that | do not find applicant's mark and opposer's pl eaded

and
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registered mark to be so simlar that confusion is

li kely, and |I cannot characterize opposer’s "secondary"
unregi stered mark as "trade dress," so that mark cannot
formpart of the basis upon which opposer’s registered
mark is conpared with the mark applicant seeks to

regi ster. Nonethel ess, whereas opposer's pl eaded
registered mark is not so simlar to applicant's nmark
that confusion is likely, opposer's unregistered second
mar k, considered by itself, creates a comercia

i npression which is simlar enough to the one engendered
by the mark applicant seeks to register that confusion is
i kel y when both are used in connection with identical
servi ces.

To begin with, I cannot agree with the concl usion of
the majority that "at first glance,"” applicant's mark and
opposer's registered mark "seemsimlar."” It is ny
opi nion that opposer's registered mark, when consi dered
inits entirety, creates a different comerci al
i npression fromthat which is created by the mark
applicant seeks to register. This conclusion is based on
the overall appearances of the marks, the different
desi gns which appear in them and the additional wording
in applicant's mark that does not appear in opposer's

pl eaded regi stered mark.
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The words "Nightlight" and "Ni ghttine" have
different connotations which play significant roles in
creating the different comrercial inpressions these marks
engender. Prospective custonmers for pediatric health
care services are likely to know that a nightlight is a
| ow-wattage auxiliary light frequently used in a child's
bedroomto increase safety and provide a sense of
security for the child. Although nightlights are used at
night to illumnnate the darkness, the term "nighttine"
sinmply does not connote the same thing as "nightlight."
Contrary to the mapjority's contention that both marks
ei ther suggest or describe pediatric care that is
avai | abl e when other pediatricians' offices are closed,
applicant's mark, by virtue of the dom nant word
"nightlight" in conbination with the designs of the noon
and a star, suggests the security provided by a
ni ghtlight. Opposer's pleaded registered mark makes no
such suggestion. When this fact is considered in
conjunction with other differences between these two
mar ks, | conclude that the marks in their entireties do
not resenbl e each other enough to nake confusion |ikely.
VWil e both incorporate designs of nmoons, the overall

appearances of the marks are distinct. Applicant's nmark
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shows a child nestled in the curve of a crescent noon.
Opposer's registered mark

shows no child, and the overall commercial inpression
engendered by the conmbination of the dom nant word
"nightlight" with the other wording and design el enents
results in a mark which is substantially different from
opposer's pl eaded regi stered nark.

When these two marks are considered in their
entireties, they do not create comrercial inpressions
which are so simlar that confusion is likely. As noted
above, however, while | do not find the mark appli cant
seeks to register to be so simlar to opposer's
registered mark that confusion is |likely, the second mark
pl eaded by opposer in its Notice of Opposition, the
design mark presenting a child sitting in the crescent
noon, does present a bar to registration of applicant's
mar k under Section 2(d) of the Lanham Act.
Notwi t hstandi ng what to me is a m scharacterization of
this mark as "trade dress" by both applicant and the
maj ority, the record supports ny conclusion that this
desi gn, as used by applicant in its pronotional
materials, is a service mark in every respect. Plainly,
this mark is not trade dress in the traditional sense

t hat shapes of packages and containers and shapes of
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products thenselves are referred to as "trade dress." As
such, it is inproper to take this mark into account in
det erm ni ng whet her confusi on between opposer's pl eaded
regi stered mark and applicant's mark is |ikely.

VWhen this mark is considered by itself, however, it
is plainly simlar to the mark applicant seeks to
register. This is because both of these marks include a
child nestled within a crescent nmoon, and star designs.
Applicant's mark appropriates all the elenents in
opposer's unregistered mark, and the small differences in
t he designs and the additional wording in applicant's
mark do not elimnate the |ikelihood of confusion.

Parents famliar with the use of opposer's
unregi stered mark in connection with these services, upon
bei ng presented with the mark applicant seeks to
register, are likely to assune that applicant's mark
identifies services provided by the sane entity that
renders identical services under opposer's unregistered
mar K.

For this reason, | concur in the result.
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